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REMARKS 

Applicants respectfully traverse and request reconsideration. Applictots^^would Ukeit<y^rfJ:^::a' x^ue^tire 
tha k the Examiner for the Examiner Interview on January 12, 2005 and for the agreements' -^- 
rea led as described below. 

According to the Advisory Action dated Febriiary 9, 2005, the amendments proposed in 
tlie esponse dated January 3 1, 2005 were not entered. Applicants request the proposed 
ami idments in this response be entered. Original Claims 10, 14, 19, 22 and 26 are amended to 
dep nd upon allowed independent Claims 56 through 58. As a result. Claims 10, 14, 19, 22 and 
26 : e allowable for at least the reasons that the independent claims are allowed. 

Nevertheless, the Advisory Action, dated February 9, 2005, asserts thai Claims 10, 14, 
19, 2 and 26 lack compliance with 35 U.S.C. § 1 12, fourth paragraph, as being of improper 
dep adent form for failing to further limit the subject matter in the previous claims. The 
Adi sory Action also asserts that Claims 56 through 58 are drawn to Species I, as depicted in 
FIG 6 requiring that the unpackaged die be wire bonded to the substrate. 

As a preliminary matter, the restriction requirement between Species T and HI is improper 
bee. ise (1) Species I and HI are not mutually exclusive, (2) the Office Action improperly 
imp rts limitations to Claims 56 through 58 and (3) the restriction between Species I and III is 
unti lely. 



According to the Office Action dated June 18, 2004, the Office Action rejoined Species II S£f 
witl Species I. Nevertheless, this Office Action asserted that Claims 7, 10, 14, 19, 22, 26-40, 1^ 
50-:: ! and 55 are withdrawn for being directed to nonelected Invention II and Species III, 
resp ctively. The Office Action on November 30, 2004, asserted that Species III includes 
Clai is 7, 10, 14, 19, 22 and 26. Applicants traversed this restriction requirement in the response 

O 

date January 31, 2005, arguing among other things, that since Claims 7, 10, 14, 19, 22 and 26 
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are 11 dependent from allowed independent Claims 59-60, die independent and dependent^j3.v,,^^^,,ti: ^ . ,i r, , 
' i ^ . clai IS cannot cite elements that are mutually exclusive. - -r :i ti- t r-^ i^m' ^ su . xciui:.v 

Nevertheless, the Advisory Action disagreed and asserted that independent Claim.^l6/ A*jctrar msugf^-aefs 
thr< igh 58 are mutually exclusive from the limitations of the dependent claims including Claims , .» > -a.: '.m >n 
10, 4, 19, 22 and 26. According to MP.E.P. 806,04(f), the general test as to when claims are 
resi icied, respectively, to different species is the fact that one claim recites Hmitations whidi 
unc r the disclosure are found in a first species but not in a second, while a second claim recites 
lim ations disclosed only for the second species and not the first. However, claims 10, 14, 19, 
22 id 26 depend from independent Claims 56 through 58 and therefore* dependent Claims 10, 
14, 9, 22 and 26 are not mutually exclusive with respect to independent Claims 56 through 58. 
For jxample. Claim 10 is dependent on Claim 56 and dierefore includes all the limitations of 
Cla n 56, and further includes the limitation 'Svherein the unpackaged semiconductor die is 
unc irfilled," Since Claim 10 includes at least all the limitations of Claim 56, Claim 56 does not 
inc wle limitations not recited in Claim 10 and tlierefore, these claims are not mutually exclusive. 
In c her words, since Claim 10 includes all the limitations of Claim 56 and at least one limitation 
not ecited in Claim 56, Claim 56 does not include any limitations not recited in Claim 1 0. 
Tht efore, by virtue of Claim 10 depending on Clahn 56, Claims 10 and 56 are not mutually 
exc asive. As a result, two way distinctiveness is not shown between Claims 10 and Claim 56, 
anc therefore Species 1 and III fail the mumally exclusive test according to M.P.E,P. 806.04(f). 
Sin larly, dependent Claims 19, 22 and 26 do not recite limitations not included in their 
res] 3ctive independent claims. As a result, mutual exclusiveness per M-P.E.P. 806.04(f) is not 
est! )hshed. Therefore, the assertion in the Advisory Action that dependent Claims 10, 14, 19» 
22 id 26 are mutually exclusive with Claims 56 through 58 is contradicted by the language of 
the claims. 
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f, t'.i c ' ^ The Office Actiomalso asserts that Claims 56 tly:ough 58 require/the unpackagedjJiejt^-X: ir ^ x;.' tj is 
be ^ire bonded to the substrate. However, Claims 56 thro-ugh 58 do not cile wire banding to tiie^et/*:-^ 
: :t . : sul tote. For example, Claim 58 recites "an unpackaged semiconductor die mounted to the first * yvx/^.-t 
suT ice of the substrate." Claim 59 recites ''a packaged semiconductor die mounted to the first . oacK;;> 
sui ice of the substrate." Therefore claims 58 and 59 do not recite any particular type of 
att ^hment and as a result either or both claims encompass all types of attachment, includiijg 
wii i bonding, flip chip, direct attachment, solder balls, etc* For example, Claims 58 and 59 
wo Id both encompass the wire bonds shown in FIGS, 3 through 6 as well as die flip chip 
atti jhment shown in FIGS. 7 through 9. Since Claims 56 through 58 are silent with respect to 
Qj}] particular type of attachment^ the assertion that Claims 56 through 58 require the 
uni ickaged die be wire bound to the substrate imports limitations into Claims 56 through 58 and 
the ?fore is improper. 

The assertion that the dependent Claims 10, 14, 19, 22 and 26 violate 35 U.S.C. § 1 12 
foi th paragraph is improper since these dependent claims further limit the independent claims. 
Fo] example, with regard to Claim 22, the embodiment, as described in FIGS, 8 and 9, illustrate 
anc provide adequate support for the graphics processing die, as well as an unpackaged 
ser [conductor die being underfilled. (Also see the Specification on page 6, lines 1 through 6, 
de£ ribing underfilled material 170 with reference to FIG. 8). Also this rejection is improper 
be( Luse adequate support for these dependent claims is provided as described in response to 
pre ious office actions. For at least these reasons, the Office Action fails to show that Claims 
10, 1 4, 1 9, 22 and 26 violate 35 U.S.C. § 1 12 fourth paragraph. 

The restriction between Species I and U is untimely. 37 C.F.R. § 1.142(a) and MPEP § 
81 define the time period for properly making a restriction requirement as being . . before any 
act )n upon the merits ..." As stated in MPEP § 81 1, "the Examiner should make a proper 
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,req irement as early as possible in the prosecution, in the first action if possible TTieOi&e^' o . a. ^ a, 
: . iO xrj.' $^ ^ ' Aei on datedrJune 14, 2002, describes Species I depicted in FIG. 5,^Species4I.depicted^infIG:^6, ^.v :^c : i t 
t: nrF.£' • Species IJI depicted in FIG, 9. However, the Office Action dated June 14, 2002 did not:^ ^ ^ ^ v - ii^-^ 

relf e any of the claims to Species I, II and 111. The Examiner did not relate any claims to . r . 

Spe ies I, n or HI until June 18. 2004. Under MPEP § 81 1, the restriction of Claims 7, 10, U, 
19, :2 and 26 asserted not until June 18, 2004, is untimely as being made well after the first 
acti n on the merits in this case; and, in fact, even after a final Office Action has been Issued (see 
fin£ Office Action dated November 1 8, 2002). Therefore, under MPEP § 8 1 1 , the last 
app Dpriate time to require restriction between Species ITT and Species 1 was November 18, 2002 
or e flier, the mailing date of the final Office Action, Consequently, as the time for properly 
mal ng a restriction requirement has lapsed, the Applicants submit that the instant restriction 
reqi rement is improper and should be withdrawn. Accordingly, reconsideration of the 
rest ction requirement is respectfiiUy requested. 

Claim 59 is rejected under 35 U.S.C, § 103(a), based on Tanoka in view of Distefano. As 
agn £d during the Examiner Interview, amending Claim 59 to include the Claim language 
'Svl rein the planar top surface of the encapsulated structure in the top surface of the package 
sem :onductor are of equal distance from the substrate" would overcome the ciu-rent rejection. 
The jfore, withdrawal of the rejection and allowance of Claim 59, pursuant to the agreement 
reac .ed during the Examiner Interview, is hereby respectfiilly requested. 

Support for new claims 61 and 62 are provided at least based on claim 58 and claim 10. 



11 

PAGE 14/15 ' RCVD AT 2125/2005 5:16:39 PM [Eastern Steindard T^^^^ 



02/^:1/ 2*005 It): 22 T:\X 012 60S 5005 



VEDPER PRICE K\UFJL\N 



11015 



CONCLUSION 



Applicants respectfully submit that the cJaims are in conditiona-for allowance, tlb^ti v,. * *, • k.^':1. 



. - . y e ' *ExJ .nineFas.inyitedfto contact the below-listed attorney if theExaisnicifinbelie«e^thsiti'a^^^ 



Ve< ler^ Price> Kaufinan & Kammholz, P.C. 
222 Morth LaSalle Street 
Chi ago, Illinois 60601 
Tel 5hone: (312)609-7500 
Fac imile: (312) 609-5005 



CJIIC .GO/rfl3384n.l 2/22/05 

00101 nom 



con srence will advance the prosecution of this application. 



Pat d: February 25, 2005 
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